TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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This is a decision on an appeal fromthe final rejection

of clainms 3 through 5 and 10 through 17. Subsequent to the

! Application for patent filed Septenber 28, 1993.

1
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final rejection, the appellants submtted an anmendnent addi ng
new i ndependent claim27 (see the anendnment filed Decenber 13,
1995 as Paper No. 14), and the exam ner entered this anendnent
(see the advisory action mailed January 16, 1996 as Paper No.
15). Thus, clains 3 through 5, 10 through 17 and 27 are
before us on this appeal (see the notice of appeal filed
January 16, 1996 as Paper No. 16).

The subject natter on appeal relates to a nmethod of
preparing a nol ded, rapid disintegration human ingestible
tablet in which a wetted paste of tablet nmaterial is placed in
a nold cavity, conpressed at a pressure of 5 to 100 Kg per 10
mm of tabl et dianeter, renoved fromthe nold and dried to a
rapid disintegration tablet. This appeal ed subject matter is
adequately illustrated by i ndependent claim 10 which reads as
fol | ows:

10. In a nethod of preparing a nolded, rapid
di si ntegration human ingestible tablet where a nold cavity is
filled wth a wetted paste of material formng the tablet to
shape the wetted paste into a wetted tablet, the wetted tabl et
is renoved fromthe nold cavity and dried to a rapid
di sintegration tablet, the inprovenent conprising conpressing
the wetted tablet while in the nold cavity at a pressure of 5
to 100 Kg per 10 nm of tablet dianeter.

The reference relied upon by the examner in the

rejections before us is:
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Schmitt 4,004, 036 Jan. 18,
1977

As indicated by the exam ner on pages 2 and 3 of the
answer, clains 5 and 10 through 15 are rejected under 35
US C 8§ 102(b) as being anticipated by Schmtt, and clains 3,
4, 16 and 17 are rejected under 35 U. S.C. 8§ 103 as being
unpat ent abl e over Schmtt.?

W will not sustain either of these rejections.

In order for a section 102 rejection to be proper, the
appl i ed reference nust clearly and unequi vocally discl ose the
claimed invention or direct those skilled in the art to the
cl ai med i nvention without any need for picking, choosing and
conbi ni ng various disclosures not directly related to each

ot her by the teachings of the reference. 1n re Arkley, 455

F.2d 586, 587, 172 USPQ 524, 526 (CCPA 1972). In making her
section 102 rejection of clainms 5 and 10 through 15, it is
apparent that the exam ner has inappropriately picked, chosen

and conbi ned various disclosures of the Schmtt reference

2 By an apparently inadvertent oversight, the exam ner has
failed to include independent claim27 in the rejections
advanced on this appeal. |In order to conpletely disposed of
the issues before us, we will assunme that the above noted
rejections include independent claim 27.
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which are not directly related to each other.

An exanple of this inappropriate action by the exam ner
involves the limtation in the appeal ed i ndependent clai ns
concerning a wetted paste of material (claim10) or a wetted
powder (claim27). Regarding this feature, Schmtt discloses
that nolded tablet triturates were “originally made from noi st
materials on a triturate nold and [are] now usually made on a
tabl et machine” (columm 9, lines 53-55). Because patentee’s
triturate nold disclosure is not directly related to his
tabl et machi ne di scl osure, the “npist material s” feature which
Is attributed by Schmtt to a triturate nold cannot al so be
attributed to a tablet nmachine as the exam ner necessarily has
done in her section 102 rejection.

In light of the foregoing, it is clear that the
exam ner’s rejection under 35 U S.C. 8§ 102 cannot be
sust ai ned.

As for the section 103 rejection, it is here appropriate
to clarify that the exam ner’s obvi ousness position is limted
to the powder coating features of dependent clains 3, 4, 16
and 17. Thus, the section 103 rejection formulated by the

exam ner does not even address much | ess cure the deficiencies
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di scussed above with respect to her section 102 rejection.
Because of these deficiencies, we al so cannot sustain the

examner’s rejection under 35 U.S.C. § 103.



Appeal No. 97-2159
Application No. 08/ 127,555

For the above stated reasons, the decision of the
exam ner rejecting clains 3 through 5, 10 through 17 and 27
must be reversed.

REVERSED

Bradley R Garris
Adm ni strative Patent Judge

Thonas A. Waltz BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Carol A. Spiegel )
Adm ni strative Patent Judge )
tdc
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